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1. Claims 47 and 48 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Applicants have failed to adequately describe how the addition of a prepolymer based 
upon (Afunctional reactants serves to crosslink a thermoplastic polymer based upon difunctional 
reactants. 

2. Claims 1-21, 23-43, and 45-50 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for the production of thermoplastics from difunctional 
reactants, does not reasonably provide enablement for the production of thermoplastics from 
higher than difunctional reactants. The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and use the invention 
commensurate in scope with these claims. Applicants' claims are drawn to the reaction of 
polyisocyanates and hydroxyl terminated polyether intermediates, which encompass higher than 
difunctional reactants; however, applicants have failed to teach how to make a thermoplastic 
using such reactants. The use of higher than difunctional reactants will introduce crosslinks into 
the polymer which in turn will promote thermoset properties. Furthermore, applicants 5 claimed 
polyisocyanate to polyether and chain extender ratio is only supported and enabled within the 
specification for diisocyanates. In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. 
Cir. 1988). 

3. Claims 9-12 and 37-43 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for water vapor permeable and antistatic polyurethanes that 
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are derived from polyethylene glycol, does not reasonably provide enablement for such 
polyurethanes derived from other polyether reactants. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the invention commensurate in scope with these claims. Applicants have failed to teach 
one how to produce polyurethanes having the claimed moisture vapor transmission and surface 
resistivity properties without using polyethylene glycol, and the position is taken that applicants' 
claims should be so limited. It has long been known within the art, as evidenced by the art of 
record, that polyethylene polyethers perform a relatively unique function with respect to these 
properties, and applicants have provided no teachings that similar results can be achieved with 
other polyethers. In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988). 

4. Claims 6, 22, 27, 29, 44, and 51 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Firstly, with respect to claim 27, the name of the claimed chain extender is incomplete. 
Secondly, the terminology, "methylene bis diphenyl diisocyanate", is incorrect. 
Specifically, "bis diphenyl diisocyanate" is improper. 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
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claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 R3d 1428, 46 USPQ2d 1226 (Fed Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 1-36 and 45-51 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-74 of copending 
Application No. 10/880,001. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because each set of claims is drawn to a thermoplastic 
polyurethane and a fiber produced from the polyurethane, wherein the respective polyurethanes 
are produced from reactants that are either equivalent to one another or are obvious variants of 
each other. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Application/Control Number: 10/694,558 Page 5 

Art Unit: 1711 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 1-36 are rejected under 35 U.S.C. 102(b) as being anticipated by Shah ('852). 
Patentees disclose a thermoplastic polyurethane produced from MDI, a polyethylene 

glycol having applicants' claimed molecular weight, and a hydroxyalkylated aromatic chain 
extender, such as hydroquinone bis(2-hydroxyethyl)ether. Applicants' claimed ratio of reactants 
are disclosed as well. Patentees further disclose that the polyurethanes may be produced using 
extrusion equipment at temperatures that meet those claimed. See abstract; columns 1, 2, and 4; 
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and examples. Applicants' claimed properties are considered to be inherently possessed by the 
disclosed compositions, since they are derived from the same reactants as used by applicants. 

9. Claims 1-3, 5-8, 1 1-19, 23, 30-37, and 39 are rejected under 35 U.S.C 102(b) as being 
anticipated by WO 00/23492. 

The reference discloses water vapor permeable thermoplastic polyurethane produced 
from MDI, a polyethylene glycol having applicants' claimed molecular weight, and a 
hydroxyalkylated aromatic chain extender. The reference further discloses that the 
polyurethanes may be produced using extrusion equipment at temperatures that meet those 
claimed. Additionally, the reference discloses that the polyurethane film may be applied to 
textiles to yield water-proof, water vapor permeable fabrics. See abstract and pages 1, 2, 4, 6, 8, 
and 11. Applicants' claimed properties are considered to be inherently possessed by the 
disclosed compositions, since they are derived from the same reactants as used by applicants. 

10. Claims 1-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
00/23492 in view of Henn (<316). 

As aforementioned, the primary reference discloses water vapor permeable thermoplastic 
polyurethane produced from MDI, a polyethylene glycol having applicants' claimed molecular 
weight, and a hydroxyalkylated aromatic chain extender. The reference further discloses that the 
polyurethanes may be produced using extrusion equipment at temperatures that meet those 
claimed. Additionally, the reference discloses that the polyurethane film may be applied to 
textiles to yield water-proof, water vapor permeable fabrics. 

1 1 . The primary reference fails to disclose the use of hydroquinone bis(2-hydroxyethyl)ether 
as chain extender, applicants' elevated water vapor transmission rates, applicants' claimed ratios 
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of chain extender to polyol, and fabrics comprising layers of the polyurethane and a 
fluoropolymer. However, Henn discloses similar polyurethane compositions that display 
superior water vapor transmission rates, wherein these features are disclosed. Polyurethanes 
utilizing hydroquinone bis(2-hydroxyethyl)ether as chain extender having elevated water vapor 
transmission rates are disclosed within example 3 and Table 3. Furthermore, reactant ratios that 
meet or approach those claimed are disclosed within the abstract and columns 5 and 6. 
Additionally, the Henn discloses at column 19, lines 53+ fabrics comprising layers of 
polyurethane and fluoropolymer. 

12. Given the similar formulations and utilities of the respective compositions and the 
superior water vapor transmission rates of the secondary reference, the position is taken that it 
would have been obvious to modify the composition of the primary reference by incorporating 
therein the aforementioned features of the secondary reference, so as to arrive at a polyurethane 
exhibiting improved properties, such as water vapor transmission rates. 

13. Claims 1, 4-7, 13-21, 23-25, 27-30, 32-36, and 45-49 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Foss ('233). 

Patentee discloses a thermoplastic polyurethane having a melting point of 160°C to 200°C 
suitable for the production of melt-spun fibers, wherein the polyurethane is produced from MDI, 
a polyether glycol having applicants' claimed molecular weight, and hydroquinone bis(2- 
hydroxyethyl)ether. Applicants' claimed ratio of reactants are disclosed as well. See abstract; 
column 10; column 1 1, lines 1-43; column 12, lines 30+; and columns 14-16. Patentees' 
disclosure of prepolymers derived from difunctional reactants at columns 1 1 and 12 is 
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considered adequate to meet applicants' limitations of claims 47 and 48, because no distinction 
is seen between applicants' polyurethane polymer, as claimed, and the claimed crosslinker. 

14. Claims 2, 3, 8-12, 22, 26, 31, 50, and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foss ('233) in view of Henn ('316), Kolycheck et al. ( £ 053), or WO 00/23492, 
and further in view of Yamaguchi et al. ('442) or Kosinski et al. ('901). 

As aforementioned, Foss discloses a thermoplastic polyurethane having a melting point 
of 160°C to 200°C suitable for the production of melt-spun fibers, wherein the polyurethane is 
produced from MDI, a polyether glycol having applicants' claimed molecular weight, and 
hydroquinone bis(2-hydroxyethyl)ether. Applicants' claimed ratio of reactants are disclosed as 
well. 

15. While Foss discloses the use of polyethylene glycol, it is not disclosed as being preferred. 
Furthermore, Foss fails to specifically recite garments produced from both polyurethane fibers 
and polyester fibers. However, analogous compositions were known at the time of invention, 
wherein polyethylene glycol was specifically used to convey moisture vapor transmission 
properties and anti-static properties. This position is supported by the teachings of Henn, 
Kolycheck et al., and WO 00/23492. Since these properties were known to be desirable for the 
production of garments, the position is taken that it would have been obvious to produce the 
compositions and fibers of Foss using polyethylene glycol, so as to realize the benefits associated 
with its use. Furthermore, fabrics comprising both polyurethane fibers and polyester fibers were 
known at the time of invention. See column 16, lines 49-54 within Yamaguchi et al. See 
column 7, lines 39-42 within Kosinski et al. Therefore, the position is further taken that it would 
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have been obvious to combine the fibers of Foss with other fibers, such as polyester fibers, in the 
production of fabrics. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 




PRIMARY EXAMINER 



R. Sergent 
December 10, 2005 



